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* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

i> This action is in response to Applicant's arguments filed 8.23.2007, Claims 20, 22, and 
26 are amended. Claims 1-28 are presented for further examination, 

2> This is a non-final rejection. 

■ 

Response to Arguments 

3> Applicant argues that the cited references do not qualify as prior art because the 
claims of the instant application are entitled to the filing date of September 29, 1999. The 
instant application is a continuation-in-part of now issued patent no, 6,631,247 [the '247 
patent] which was filed on September 29, 1999. Applicant's arguments are persuasive as the 
subject matter relied upon in the claims of the instant application are recited in the 
specification of patent 6,631,247. 

Therefore, the rejections set forth in the previous action are withdrawn. But new 
grounds of rejection are set forth in this action in light of new prior art. 

4> Additionally, Applicant argues that the double-patenting rejections of the claims 
should be withdrawn in light of the terminal disclaimer filed 8,23.2007. It is noted that the 
terminal disclaimer filed by Applicant only applies to the double patenting rejection of the 
*247 patent. Therefore, the other double patenting rejections set forth in the previous action 
are maintained. 
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Information Disclosure Statement 
5> The information disclosure statements filed on (all in 2004) February 13, March 2, 
March 9, March 22, March 29, April 9, May 4, June i, June 14, June 22 and April 14, 2005 fail to 
comply with the provisions of 37 CFR 1.97, 1.98 and MPEP § 609 because they fail to provide: 
the application number of the application in which the IDS is being submitted (37 CFR 
i.98(a)(i)(ii)) and a column that provides a space, next to each document to be considered, for 
the examiner^s initials (37 CFR i.98(a)(i)(ii)). 

They have been placed in the application file, but the information referred to therein 
has not been considered as to the merits. Applicant is advised that the date of any re- 
submission of any item of information contained in this information disclosure statement or 
the submission of any missing element(s) will be the date of submission for purposes of 
determining compliance with the requirements based on the time of filing the statement, 
including all certification requirements for statements under 37 CFR 1.97(e). See MPEP 
§ 609.05(a). 

6> The IDS filed on 9.11,2007 has been considered. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. A nonstatutory obviousness-type double 
patenting rejection is appropriate where the conflicting claims are not identical, but at least 
one examined application claim is not patentably distinct from the reference claim(s) because 
the examined application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQzd 1226 (Fed. Cir. 1998)] In re 
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Goodmariy 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longiy 759 F.2d 887, 225 USPQ^ 
645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ^76i (CCPA 1982); In re Vogcl, 
422 F.2d 438, 164 USPQ_6i9 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ_644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent either is shown to be 
commonly owned with this application, or claims an invention made as a result of activities 
undertaken within the scope of a joint research agreement. 

Effective January i, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 

3-73(b). 

7> Claims 1-28 rejected on the ground of nonstatutory obviousness-type double patenting 
as being unpatentable over claim 1-20 of U.S. Patent No. 6.714.971 ['971 patent]. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because 
the claims of the instant application are merely broadly written versions of the ^971 patent 
claims. 

Claim I of the instant application recites a network device that transmits a 
message to a first computer, the first computer then transmitting a communication 
comprising the message to a second computer. Claim i of the ^971 patent recites a first device 
transmitting a message to a first computer, determining whether the message should be 
forwarded in a communication and transmitting this communication from the first computer 
to a first end user. The only difference here being that claim i of the '971 patent recites a "first 
end user" rather than a second computer. But this is simply a variation in terminology 
because it is clearly implied that the first end user accesses the communication from a 
computer; therefore, a first computer is still transmitting a computer to a second computer. 
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8> Claims 1-28 are also provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-49 of copending Application No. 
101638,540 ['540 application]. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claims of the instant application are merely 
broadly written versions of the ^540 application claims. 

Claim I of the '540 application recites a network device transmitting a message to a 
service center computer with the service center computer transmitting a communication to a 
resource administration computer. Like the previous patent and applications, the only 
differences between the claims of the '540 application and the instant application are merely 
semantic. The differences in terminology do not change the fact that the functionality is the 
same: a first device transmitting a message to a second device, the second device analyzing 
the message for a communication and the second device transmitting the communication to a 
third device. The claims of this instant application are written even more broadly then those 
here. This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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9> Claims 1-22, 25, and 26 are rejected under 35 U.S.C §103(3) as being unpatentable over 
Fan et al, U,S Patent No. 6.310.692 ["Fan"]. 

io> Fan was previously cited in the PTO-892 filed on 6.22.2007. 

ii> As to claim 1, Fan discloses a method of processing messages, comprising: 

transmitting a message from a network device to a first computer that is 
remote from said network device, said message including information obtained from sensors 
of the network device [Figure 3 «items 250, 248» where : Fan's resource manager reads on 
claimed first computer and Fan's printer reads on claimed network device | column 4 «line 
63» to column 5 «line I4». Fan does not expressly disclose that the printer has sensors but this 
function is implied by the fact that the printer provides resource information to the first 
computer]; 

receiving the message by the first computer [column 5 «lines i'i4»]; 

determining, by the first computer, if a communication containing at least part of the 
message, including at least some of the information obtained from the sensors, is to be 
transmitted from the first computer to a second computer [Figure 3 «item 220» | column 5 
«lines 18-26 and 45-53»]; 

transmitting the communication from the first computer to the second computer in 
response to the determination made by the first computer [column 4 «lines ii'i4» : 
transmitting the notification to the client computer | column 5 «lines 4S'59»]; and 

receiving said communication by the second computer [column 5 «lines 45-59»]. 
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I2> As to claim 2, Fan discloses the message comprises information regarding usage of the 
device [column 4 «lines 20-29» : usage of printer resources]. 

I3> As to claim 3, Fan does disclose that the device sends messages to the first computer 
[column 5 «lines 3'ii»] but Fan does not expressly disclose the message comprises an Internet 
electronic mail message. Sending emails containing status information from a monitored 
device to a monitoring device is well known in the art. Fan describes a pushing based method 
of .sending messages whereby the printer initiates the process of sending status information 
to a supervising computer [column 5 «lines 3-i4»]. 

It would have been obvious to one of ordinary skill in the art to have implemented 
email into Fan because email is a well known push-based messaging system. Ernail 
functionality has several benefits including the ability submit usage information when no 
response is required from the receiving party. 

> 

I4> As to claim 4, Fan discloses the communication generated by the first computer 

I ■ 

comprises an Internet electronic mail message [column 4 «lines 59-62»]. 

I5> As to claim 5, Fan discloses the communication generated by the first computer 
comprises an Internet electronic mail message [column 4 «lines 59-62»]. Fan does not 
expressly disclose the message comprises an Internet electronic mail message. See rejection 
of claim 3. 
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i6> As to claim 6, Fan discloses: 

generating, by the first computer, the communication to include summary 
information regarding usage of the device [column 4 «lines 20-29 and 5i'59»]; 

wherein the step of transmitting the communication from the first computer 
comprises transmitting, by the first computer, the communication that includes the 
information regarding usage of the device to the second computer [column 4 «lines 20-29 and 
5i-59»]. 

I7> As to claims 7 and 8, Fan discloses the network device is a business office device, 
wherein the business office device is at least one of a printer, a copier, and a facsimile 
machine [Figure 3 «item 25o»]. 

i8> As to claim 9, Anderson discloses transmitting said message from the network device 
to the first computer without going through the second computer [Figure 3 «items 250, 240» 
where : the printer communicates directly with the server without going through the client]. 

I9> As to claim 10, Anderson discloses transmitting a message from the network device to 
the second computer, said message including said information obtained from the sensors of 
the network device [column 4 «lines 20-29 and 5i-59» where : the message of the printers 
resources is transmitted from the network device through the first computer to the 
administrator's computer]. 
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20> As to claims 11-20, as they do not teach or further define over previously claimed 
limitations, they are similarly rejected for at least the same reasons set forth for claims i-io, 
respectively. 



2i> As to claim 21, Fan discloses a method of monitoring at least one network device 
communicatively coupled to a local network, comprising: 

accessing the at least one network device by a service center computer that is 
remote from said local network to obtain device status information of the at least one 
network device, including information obtained from sensors of the at least one network 
device [column 5 «lines i-26» : pulling based model]; 

storing the obtained device status information [column 5 «lines i5-'i8»]; 

periodically processing the stored status information to generate a usage report for the 
at least one network device [column 4 «lines 49-62» : notifications on resource usage]; 

transmitting the usage report from the service center computer to a second computer 
[column 4 «lines 49-62»]; and 

receiving the usage report by the second computer [column 4 «lines 49-62» : 
notifications sent to end users]. 

22> As to claim 22, Fan discloses transmitting the usage report from the first computer to 
the second computer as an e-mail message, wherein said email message is transmitted at an 
application layer [column 4 «lines 59-'62»]. 



I 
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Z3> As to claims 25 and 26, as they do not teach or further define over previously claimed 
limitations, they are similarly rejected for at least the same reasons set forth for claims 21 and 
22 respectively. 

24> Claims 23 and 27 are rejected under 35 U.S.C §103(3) as being unpatentable over Fan, 
in further view of KoUs, U.S Patent No. 6.601.040. 

25> As to claims 23 and 27, Fan does disclose transmitting data from the first computer to 
the second computer but does not expressly disclose transmitting data as a facsimile message. 
Sending reports by fax is well known in the art. 

For example, KoUs is directed towards are system for monitoring remote devices. 
KoUs expressly discloses that usage reports can be sent to administrators by fax [column 47 
«lines 8-io»]. It would have been obvious to one of ordinary skill in the art to incorporate fax 
capability into Fan's system to increase the communications functionality of the system. 
Adding fax capability increases the number of options where a customer or staff can be 
notified of important information. 

26> Claims 24 and 28 are rejected under 35 U.S.C §103(3) as being unpatentable over Fan, 
in view of Danknick et al, U.S Patent No. 5.901.286 [^^Danknick"]. 
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27> As to claims 24 and 28, Fan discloses receiving a request for transmission of the usage 
report from the second computer [column i «lines 33-36»]. Fan does not disclose translating 
the usage report into a format suitable for display on a web page. 

Danknick discloses translating usage reports for printers into a format suitable for 
display on a web page [Figure 7 | column 4 «lines 50'6o» | column 7 «lines 3i'39»]. It would 
have been obvious to one of ordinary skill in the art to have modified Fan to include 
Danknick's web page functionality. One would have been so motivated in order to allow 
Fan's end users access to their printers through conventional technology like web browsers. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 



disclosure: 

Dev et al, U.S Patent No. 5.436.909 : [column 3 «lines 43-62»]; 

Russell et al, U.S Patent No. 5. 611. 046 : [abstract]; 

Engel et al, U.S Patent No. 6.320.585; 

Sekizawa, U.S Patent No, 6.430.711 ;[abstract | Figure i]; 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dohm Chankong whose telephone number is 571.272.3942. 
The examiner can normally be reached on Monday-Friday [8:30 AM to 4:30 PM]. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on 571.272.3913. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see httpr/Zpair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 



OR CANADA) or 571-272-1000. 
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